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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 24 June 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 and 20-25 is/are pending in the application. 

4a) Of the above claim(s) 11-15 and 22-25 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10-20,21 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)Q Some * c)|EI None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1-15 and 20-25 are pending in the instant application. 

Election/Restrictions 

2. Applicant's election with traverse of Group I, and species of Example 1 1 (structure 
below), in the reply filed on June 24, 2008 is acknowledged. 




The traversal is on the ground(s); 

" ^-SO^^-C-GHS-phenyf." M The OStes Hm Med to i«sogrfe £ha8 specif 

sited mtmtmam 8m pettiSm am! kbmfty of 8w tadfcsls R1 to R&, which a*® ateo 
pad of the sfrucSurs of ihsfemt sornpssuads fomsufe $3), 55 

The argument has been fully considered, however, it is not found to be persuasive. It is 
maintained that the common structure shared by all compounds of Formula I is 
" «-SGM**-CK2-f*«tf » as all ot her structural features are variables. 

The restriction requirement between Groups I-III is still deemed proper. It is hereby 
made FINAL. 

3. Pursuant MPEP 1893.03 



"(Excerpts) 
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Once the nahcsial stage application has been Ssken 
tip bry the examiner, prosecution proceeds m She ssme 
manner m for a dasoestk. application with the excep- 
tions that 

(A) the mSeraaSiorsal Sling dste >ior. if apgaisfwiate, 
the piiciiiy dsie)< is she dste io keep in mind vAzea 
searching she prior art; sad 

(B) unit? of invention proceeds ss under 37 CFR 
1475.' 



f 75.20 National Stage Election of Species in. 35 U.S.C: 
371 Appsic&tiQjss 

Tim applicsiioa cataams cteiats directed » asae than case spe- 
cies of lie generic laventioa. These species ae sieem^si so lacs: 
ssisiiy of iavensioa because iaey are not so Sicked as to font; a «n- 
gie geaeral iiyv'ttrrive c aaeept under PCX Rate I S . 1 . 

The species ate as ibifovvs: 

PI 

Applkaat is required, m reply to &is acsioa. to a laizle 
species to which the clsiats shall fee restricted if no generic claim 
is finally held to be allowable. The reply uius: 5k:- identify tae 
efadm» f efld3& le oa the ejected species . including auy eSsmvi ssfc- 
seq&esiSly added An argKiiieni that, a claim fei allcwsble ct a»$ sB 
clsiiBS are getiesrc b> consideied sKai-iespcnsive ua-ess accompa- 
nied by an eieciissn. 

Upoa tke aHewsoce of a geiieni claim, applicant wilS be esiti- 
tfed to cottsideriKSsa of claisss to additional species which ace 
v/i'ittea isi dependent form i>i otherwise include all the liiiiiiatieas 
of an allowed generic etaiia as provided by 37 CFR 1.141. If 
ciamra sre sttded alter die election, applicant most isaicase which 
ate readable aposa (lie electee: specie*. MFEP § 8SS».02i'a). " 

the search and examination detailed in this office action was performed following the guidelines 
provided by MPEP 803.02 

"(Excerpts) 

Markush-type claim will be examined fully with, 
respect to the elected species and further to the extent 

necessary to determine patentability, if the Markush- 
type claim is not allowable **. the provisional elec- 
tion will be given effect and examination will be lim- 
ited to the Markush-type claim and claims to the 
elected species, with claims drawn to species patent- 
ably distinct from She elected species held withdrawn 
from further consideration. 
If os exaaiiriau«ts. the sleeted spe- 
cies is found to be anticipated rat rendered obvious by 
prior an, &e Ms&nsh-fgpe clshn and cMtns to die 
elected spacies shall be rejected, snd dssms to She 
naaslecied species would be held withdrawn fhms 
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The elected compound appeared to be obvious over the prior art. Therefore, the provisional 
election of species was given effect. Currently, all non-elected species are withdrawn from 
further consideration. 

4. Claims 11-15 and 22-25 withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected subject matter. Applicant timely traversed the 
restriction requirement in the response dated June 24, 2008. 

Priority 

5. Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Spain on May 5, 2003. It is noted, however, that applicant has not filed a certified copy 
of the 200301004 application as required by 35 U.S.C. 1 19(b). 
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Information Disclosure Statement 

6. The information disclosure statements (dated November 2, 2005 and October 17, 2006) 
were filed in compliance with the provisions of 37 CFR 1 .97 and 37 CFR 1 .98. The statements 
were considered. Signed copies of form 1449 are enclosed herewith. 

Claim Objections 

7. Claims 1-10, 20 and 21 objected to for containing non-elected subject matter. The non- 
elected subject matter consists of compounds of Formula I that are not the elected species. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. Claims 1-10, 20 and 21 rejected under 35 U.S.C. 103(a) as being obvious over Fukui et 
al. (caplus an 2002:142667 and WO 2002014272) in view of Patani et al. 

Determination of the scope and contents of prior art . 
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The reference teaches the following compound as a VLA-4 antagonist 

T T' 75 P 



Patani et al. teaches that sulfone (S02) is a bioisostere of the carbonyl group. The 
reference teaches that sulfone moieties have been increasingly used as bioisosteres, and 
that the greater size associated with the sulfone moiety has been shown to be a factor that 
modulates biological activity (see pg. 3167). 

Ascertaining the differences between prior art and instant claims. 

The following modification to the prior art compound results in the instant elected 

species: replace carbonyl group (-CO-) with sulfone (S02). 

Resolving the level of ordinary skill in the pertinent art - Prima Facie Case of Obviousness. 

One of ordinary skill would be motivated, from the disclosure in the prior art, to make the 
modification required to arrive at the instant invention with reasonable expectation of 
success for obtaining a compound with the same activity. The motivation to make the 
change would be to make additional compounds for the quoted purpose. The rationale 
relied upon is consistent with the guidelines of MPEP 2143. E., excerpts below: 
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E. *Ofaim$ To Try* - Ch&mmg Frem & Finite 
Number of Identified, Predictabie Sohttfom, 
& Hte*zoit<aMe Expectation &f Success 

To reject a clasns based on. this rationale. Office 
personnel niust resolve the Gmham tactual inquiries. 
Then, Offi.ce personnel must articulate She following: 

(1) a finding thai at the time of the mvention, 
there had been a r eeognized problem or need in the 
art, which may include a design need or market pres- 
sure to solve a psrobiem; 

(2) a finding that there had been a finite number 
of identified, predictable potential solutions to the rec- 
ognized need or problem, 

(3) a finding that one of ordinary skit! in the art 
could have pursued the known potential solutions 
with a reasonable expectation of success, and 

(4) whatever additional findings based on the 
Graham factual inquiries may be accessary, m view 
of the facts of the case tinder consideration, to explain 
a conchwiosi ■of obviousness. 

The rationale to support a condsrssicai that the claim 
wotikl have been obvious is flat "a person of ordinary 
skill lias good reason to pursue the known options 
within his or her technical grasp. If this leads to She 
anticipated success, it is likely that product [was] not 
of innccy 3tion btit of ordinary skill and common sense, 
hi that instance the fact, that a combination was obvi- 
ous to try might show that it was obvious under 5 
103 ' 



Thus, the instant claims are prima facie obvious over the teaching of the prior art. 
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Conclusion 

9. No claims allowed. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sun Jae Y. Loewe whose telephone number is (571) 272-9074. 
The examiner can normally be reached on M-F 7:30-5:00 Est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA. 

/Sun Jae Y. Loewe, Ph.D./ 
7-11-2008 



/Kamal A Saeed, Ph.D./ 
Primary Examiner, Art Unit 1626 



